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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Disposition of Claims 

4) ^ Claim(s) 1-21 is/are pending in the application. 
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DETAILED ACTION 

Status of Claims 

1. Claims 1-13 are currently under examination. 

Applicant's election with traverse of Invention I, Claims 1-13, drawn to a method 
for producing upgraded coal, in the reply filed on February 25, 2008 is acknowledged. 
The traverse is on the ground(s) that no adequate reasons and/or examples have been 
provided to support a conclusion of patentable distinctiveness between the identified 
groups; also, it has not been shown that a burden exists in searching the claims of the 
three groups. This is not found persuasive. As stated in the Office action dated January 
25, 2008, the inventions listed as l-lll do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the common 
technical feature in all groups is the upgraded coal. This element cannot be a special 
technical feature under PCT Rules 13.2 because the element is shown in the prior art. 
Brink et al. (US 4,045,187) discloses an upgraded coal (abstract), which is substantially 
identical to the upgraded coal. Inventions l-lll lack the same or corresponding special 
technical features. Therefore unity of invention is lacking and restriction is appropriate. 

The requirement is still deemed proper and is therefore made FINAL. 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 2 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Brink etal. (US 4,045,187). 

With respect to claims 1 and 2, Brink et al. ('187) discloses a method for 
producing coal for metallurgy by extracting coal with an organic solvent, the method 
comprising: preparing a raw material slurry by mixing the coal with the organic solvent; 
heating the raw material slurry to extract a soluble component of the coal in the organic 
solvent; sendimenting an insoluble component of the coal by filtration to separate the 
soluble coal component containing an extracted coal and the insoluble coal component 
containing a residual coal; and removing the solvent by distillation (col. 1, line 1 to col. 

2, line 8). 

With respect to claim 10, Brink et al. ('187) discloses the organic solvent is 
recovered by distillation and recycled (col. 1, lines 24-26). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 3-7, 9 and 1 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Brink et al. ('187) as applied to claim 1 above. 

With respect to claim 3, Brink et al. ('187) does not disclose the second solvent 
removing step as claimed. However it is well held that in general, the transposition of 
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process steps or the splitting of one step into two, where the processes are substantially 
identical or equivalent in terms of function, manner and results, was held to be not 
patentably distinguish the processes. Ex parte Rubin 128 USPQ 159 (PO BdPatApp 
1959). In the instant case, Brink et al. ('187) discloses that the solvent is removed by 
distillation (col. 1 , lines 24-29). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to remove the solvent in one or two or more 
steps as desired in order to meet requirements of solvent refined coal for different 
applications. 

With respect to claims 4 and 5, Brink et al. ('187) discloses compounding the 
extracted coal and the residual coal to produce an upgraded coal with less than 12% by 
weight of the residual coal (col. 1 , line 55 to col. 2, line 8), which overlaps the claimed 
range. A prima facie case of obviousness exists. See MPEP 2144.05 I. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
select the claimed range within the disclosed range of Brink et al. ('187) with expected 
success, because Brink et al. ('187) discloses the same utility over the entire disclosed 
range. 

With respect to claims 6 and 7, Brink et al. ('187) discloses the heating 
temperature and time ranges in the extracting step are 350-500° C and 15-120 minutes 
respectively (col. 1, lines 10-29). The ranges of Brink et al. ('187) overlap the claimed 
ranges respectively. A prima facie case of obviousness exists. See MPEP 2144.05 I. 
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With respect to claim 9, Brink et al. ('187) discloses the organic solvent is a 
aromatic compound with a boiling temperature between 200-450° C (col. 3, lines 16-22), 
which reads on the claimed organic solvent. 

With respect to claim 1 1 , Brink et al. ('187) discloses the organic solvent may or 
may not be hydrogenated (col. 2, lines 51-59). 

With respect to claim 12, Brink et al. ('187) discloses recovering the organic 
solvent comprising vacuum distillation (col. 4, lines 22-25). 

With respect to claim 13, it is a product-by-process claim. Even through product- 
by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. Brink et al. ('187) discloses an upgraded 
coal, which reasonably appears to be only slightly different than the respective claimed 
product in the product-by-process claim. A rejection based on section 103 of the status 
is eminently fair and acceptable. See MPEP 21 13. 

4. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Brink et 
al. ('187) as applied to claim 1 above and in view of Miller (US 4,617,105). 

With respect to claim 8, Brink et al. ('187) does not disclose the claimed features. 
Miller ('105) discloses extracting coal in a nitrogen atmosphere at atmospheric or 
elevated pressures (col. 4, line 67 to col. 5, line 7). The pressure range of Miller ('105) 
overlaps the claimed range. A prima facie case of obviousness exists. See MPEP 
21 44.05 I. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to extract coal in a nitrogen atmosphere at atmospheric or elevated 
pressures as disclosed by Miller ('105) in the process of Brink et al. ('187) in order to 



Application/Control Number: 10/552,465 Page 6 

Art Unit: 1793 

improve the process for thermal solvent refining coal as disclosed by Miller ('105) (col. 
3, lines 5-15). 

Conclusion 

5. This Office action is made non-final. Any inquiry concerning this communication 
or earlier communications from the examiner should be directed to Weiping Zhu whose 
telephone number is 571-272-6725. The examiner can normally be reached on 8:30- 
16:30 Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

WZ 



Application/Control Number: 10/552,465 Page 7 

Art Unit: 1793 



4/18/2008 



